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Opi nion by Sinmms, Adm nistrative Trademark Judge:

M5 Steel Mg., Inc. (opposer), a California
corporation, has opposed the applications of O Hagin’'s
Inc. (applicant), also a California corporation, to

register the follow ng asserted product design marks for
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“metal roofing tiles and netal ventilating ducts and

vents for tile or concrete roofs.”?

! Applications Serial Nos. 75/177,079, 75/177,082 and

75/ 177,081, all filed Oct. 4, 1996, based upon all egations of
use and use in comerce since June 6, 1996. The applications
were all owed after applicant overcane functionality refusals
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D), T

Applicant’s specimens of record show applicant’s roof

vents installed on a roof of tiles. See bel ow.

and submtted a claimof acquired distinctiveness under Section
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In all three notices of opposition, opposer asserts that
applicant’s designs are essentially the shape of its
goods, which by necessity mrror the shapes of the roof
tiles made and sold by various unrelated roof tile

manuf acturers. Opposer alleges that applicant’s product
desi gns do not function as marks but rather are
essentially functional configurations consisting of
design features which serve utilitarian purposes, the
configurations being dictated by the function of the
goods. Opposer also asserts that it makes and sells
conpeting nmetal ventilating ducts and vents for tile and
concrete roofs, the shape of which products is also

di ctated by the shape of the roof tiles nade and sold by
various roof tile conpanies.

In its answers, applicant denies the allegations of
the notices of opposition, and clains that opposer’s
nmetal ventilating ducts and vents for tile and concrete
roofs infringe applicant’s trademarks. Moreover,
applicant asserts as an affirmative defense that opposer
is contractually estopped from opposing applicant’s

applications, that opposer has waived its rights to

2(f) of the Act, 15 USC 81052(f).
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oppose and that opposer has breached an agreenent by
filing these oppositions.

During the course of these proceedi ngs, the Board
consol i dated these cases. Both parties have filed
notices of reliance on discovery, have taken testinony
and submtted briefs. An oral hearing was held at the
Practising Law Institute California Center on February 2,
2001.

We sustain these oppositions.

Opposer’s Record

Dougl as Li nkon, opposer’s vice president, testified
t hat opposer makes sheet netal for the construction
i ndustry, including roof vents in many different styles.
He stated that opposer manufactures vents that match the
shape and contour of various tile roofs.
Q Do you know why the customer wants the

vent to match the tile?
A. For aesthetic reasons. Just for the

| ook of it.
Q So it’s not as obtrusive on the roof?
A. Correct.

Li nkon dep., 6.

M. Linkon further testified that opposer makes | ow-
profile tile vents which resenble the owprofile vents
made by applicant. In this regard, opposer nakes so-
called S-style vents (resenbling the shape of the letter

“S”), which ook simlar to the S-shaped roofing tiles
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with which they are used. These vents “match the shape
and contour of the roof tiles so that they are not as
obvi ous fromthe ground | ooking at the roof.” Linkon
dep., 8.

M. Victor Ponto, an enployee of Cedar Roofing, a
roofing conpany, testified about the manufacturers of so-
called Stiles and S-style vents, the contoured vent
subj ect of Application Serial No. 75/177,082 and
Opposition No. 109,471. According to M. Ponto, there
are many manufacturers of S-shaped roofing tiles, and
four manufacturers of S-style vents for those roofs. He
testified that the shape of the vent may be nmade to | ook
like the contoured tile in connection with which it is
used.

Starting with the flat vent, the subject of
Application Serial No. 75/177,079 and Opposition No.

109, 470, M. Ponto testified, pp. 14-20, as follows:

Q M. Ponto, I'"mgoing to ask you to
| ook back at Exhibit 22 [flat vent
application]. | believe it’s this one.

| am going to ask you to | ook at the
drawi ng page again which has an inmage
in the mddle. And when you see the

i mge that’s on Page 4 of Exhibit 22,
do you immedi ately equate this inmge to
a roof manufactured and sold by

O Hagin's [applicant].

A. Can [you] rephrase that, just the

| ast part ’'cause it’s not too clear to
nme.
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yes.

Q Okay. \When you see that inmage,
okay, does that--what cones to m nd?

A Well, it’s a vent.

Q Does the manufacturer of the vent

i medi ately come to mnd as wel | ?

A. Not really. | wouldn't be able to
tell what vent or what brand it is.
It’s just a vent to nme so far.

Q Okay. Now, you know this case is
about vents; right?

A. Yes.

Q Okay. But when you see that image,
do you immedi ately think of that as a
vent or do you also think of that as a
tile?

A Well, it reflects the tile. That’s
t he whol e purpose of the vent, |
believe, to make it appear as a tile, a
roof tile. Now, the flat vent does not
reflect the flat tile per se precisely
as the other two nolds or the other two
vents do, but the low profile, the S
tile, perhaps they reflect the tile
nore than the flat.

Q |Is that because the Iow profile and
the S have nore contours in thent?

A. Precisely.

Q Okay. \Vhereas, the flat is just
that, flat?

A It's just a flat piece of netal,

Q When you see the inmage--1 am | ooking
at Exhibit 23 [Mstyle vent shown on p.
3 above] now, the third page of the
drawi ng sheet where there’'s an inmage in
the mddle-—1 think that you said
that’s a | ow profile?

A. That is correct.

Q Okay. \When you see that inmage, do
you —as you see it here right now, are

you able to tell if that is an inmage of
a vent or tile?
A. |1 could tell it’s a vent at |east

when it’s not-—-when it’s not painted.
Once it’s on the roof, and it’s
painted, it's very difficult to
identify them as either vent or tile.
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To the untrained eye, you can’t really.
It woul d appear that is another tile.
Q It looks like the tile?

A. It looks like a tile.

Q |Is that the purpose of the vent?

A. | believe that’s the purpose of the
vent .

* k k k%

Q Let’s take a look at Exhibit 24 [S-
shaped vent above]. | believe it’s the
fourth page, and that’s also the
drawi ng sheet which has an inmage in the
center, and | believe you ve previously
said that you believe that’s an S
shape?

A. That is an S shape.

Q It’s an S shape?

A. Yes.

Q When you see that inmage as you see
it right here, w thout know ng that
this case is about roof vents, would
you i mmedi ately think that that is a
roof vent or would you think it’s a
tile or both?

A. It would make nme think at first
glance that it would be two tiles

toget her as the ones | showed you in

t he photographs. Once you establish a
cl ose exam nation of it, then you know
that you can identify themas a vent.

Q Are there an infinite variety of
ways or shapes, | should say, that can
be used to make a roof vent if the

pur pose of the vent is to match the
shape and contour of the tile on the
roof ?

*k k%%

Q .Mhat I'’masking is, in your opinion
are there an infinite variety of shapes
that can be used to nake a roof vent if
t he purpose of that roof vent is to copy
t he shape and contour of the roof tiles?

*k k%%
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A. Yes. | believe that there is [sic]
many shapes that could be used for the
pur pose of matching the contours of the
tile. Perhaps it was desired to make
sheet type of vents just to match the tile
profiles.

Q Let ne ask you this. [If | have a roof
that has Stiles onit, and | want a vent
that is going to match the shape and
contour of the Stiles, will the top
portion-—-can that top portion of the vent
be any shape or does it have to be the
shape of the S tiles?

*k k%%

THE W TNESS: Yes. You can use any--any
shape basically. There is a good nunber
of dormer vents or roof vents, whichever
way you want to call them that could be
used to ventilate the roofs or the attics.
Q So you could use vents to ventil ate?

A. Sure.

Q But if your purpose is to match the
shape and contour of the tiles so that the
vent is not visible or noticeably visible
fromthe ground, does the shape have to
mat ch the shape of the tile?

*kk k%

THE W TNESS: The answer is yes.
Q It does have to match the shape of the

tile?

A. Yes.

Q If that’s the purpose of the vent?
A. Correct.

*k k%%

Q Do you know why O Hagin roof vents
imtate the roof tiles on the roof onto
whi ch they are install ed?

MR. ARNONE: Objection. Calls for
speculation. That’'s all.

THE W TNESS: | believe he's trying to --—
O Hagin is trying to match the contours of
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the tiles, the shape of the tiles that

wer e used.

Q So they're less visible?

MR ARNONE: Objection. Leading.

THE W TNESS: Perhaps that is the purpose

of it.
In other words, M. Ponto testified that, by |ooking at
t he vent designs sought to be registered by applicant, he
is not able to determ ne the manufacturer. O her
conpani es besides the two involved in this proceeding
make vents that resenble the ones in applicant’s
applications, according to M. Ponto. When asked if
there are differences in the appearances of the S-style
vents fromone tile maker to another, M. Ponto said that
he could not tell any such differences.

Opposer al so points to copies of M. Harry O Hagin's

rejected utility patent application filed in 1992,
i ncl uded as evidence in applicant’s trademark
applications. 1In those patent applications, M. O Hagin
i ndi cated that one of the challenges faced by venting a
tile roof was to ventilate “wi thout destroying the
integrity of the original roof design.” No known devices
ventilate properly “while still maintaining a desired
aesthetic consistency with the roof covering material.”
In the sunmary of the invention in the application, M.

O Hagi n st at ed:

The inventive apparatus is shaped like a

10
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roof tile itself, and thus is inconspicuous
and unobtrusive when installed. The
inventive unit blends with the field and/or
ridgeline tile, has no | ead flanges to sol der
and will elimnate the cutting of tile for
fitting, thereby enhancing the beauty of a
tile roof while reducing |abor costs and risks
of leaks. The “invisibility” and sinple
procedure of installation allows the use of any
nunmber of units to fill any requirenent...
..The vent caps may be painted or otherw se
fused with color to match the surrounding
(standard) tiles...

The vent tiles of this invention are easy
to install and functional in design. They
bl end so unobtrusively with the building,
preserving the beauty of the original design.
The tiles will not present a fire hazard, and
can be used on both new and restored buil dings.
The cost is conparable with standard
ventil ation systens, yet they are cheaper to
install.

In Claim1l of the rejected application, M. O Hagin

i ndicated that his method of ventilation includes
“placing a til e-shaped vent cap over the vent base to
blend with the installed roof tiles.” Finally, in the

“Abstract of the Disclosure,” the patent applicant states
that his roof vent “provides a vent tile shaped |like a
roof tile itself, and thus is inconspicuous and
unobtrusive when installed, and blends with the field
and/or ridgeline tile.”

Pronmotional literature in this record indicates that
the “O Hagin vents are made to fit the profile of al

clay and concrete roof tiles currently produced for the

roofing industry today.” Letters submtted from people

11
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in the trade in support of applicant’s Section 2(f) claim
point to the fact that applicant’s vents “look...l1i ke a

pi ece of tile,” “go well with every tile profile,” and
“is the only vent that blends in with the tile so as not
to take away fromthe overall roof.”

Applicant’s Record

M. Harry O Hagin, applicant’s president, testified
that applicant makes passive air netal ventilation
products for clay and concrete tile roofs. Although
opposer now al so makes profile-specific vents for tile
roofs, M. O Hagin testified that applicant was the first
conpany to develop such vents. Applicant does not sel
roof tiles thensel ves-—ust the vents that are used with
roof tiles. Applicant sells its products through
di stributors to roofing contractors.
VWhen applicant’s S-style vent is installed on a tile
roof, the vents conformto the style and shape of the
remaining tiles.
The function is — well, the function
of the vent is to vent a roof. The
function of our product is aesthetics,
aesthetically pleasing. That’'s why we
called it the cl oaked vent.

O Hagin testinony dep., p. 21. In other words,

applicant’s profile-specific vents are designed to match

or blend in with the roof tile being used. See also

12
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O Hagi n discovery dep., pp. 56, 93 and 96, and O Hagin
testi nony dep., p. 18.

Q Is the OHagin profile specific roof
vent one of the best vents avail able
with respect to canoufl aging the vent on
t he roof?

A. | believe it is.

Q Is it the best?

A It is.

O Hagi n di scovery dep., pp. 112-113.

Q When you designed the profile
specific vent, was it your goal to nake
a roof vent that was |less visible by a
r oof ?

A. Yes.

Q Is OHagin s vent a superior design
to achieve that goal ?

A. Yes.

O Hagi n discovery dep., pp. 74-75.

It is M. OHagin s belief that applicant has
the right to exclude others from maki ng conpeting
profile-specific vents. O Hagin discovery dep.

p. 95. He testified that other designs are
avai |l abl e.

A Well, if you can naeke a
skeleton that fits the tile, then
you have a specific profile,
specific frame, then you can put
any kind of top on it. You can put
a square top on it, you can put a
pointed top on it. You can put a
different kind of material on it if
you wi sh. You can cover it with
anot her piece of tile. You can
choose any shape you want to cover
t hose two openi ngs over the screen
whi ch ny covers take the place of.

13
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That makes ny tile a profile
specific. So, yes, there’s other
ways you can do it.

Q Now, had you chosen one of those
ot her shapes, isn't it true that it
woul dn’t match the contours of the
roof tiles that are up there so
that it would blend into the roof?
A. O course not.

O Hagi n discovery dep., p. 102. Exhibits, including
applicant’s pronotional materials nmade of record in
connection with O Hagin's discovery deposition, support
the testinony that applicant’s venting tiles are shaped
like roof tiles in order to blend in unobtrusively with
the roof tiles. See, for exanple, Exhibits 5 and 7,
“Suggested Architectural Specifications”:

The SECONDARY VENT is shaped like a roof
tile itself which makes it inconspicuous
and unobtrusive when installed. The

O HAGI N VENT blends with the field tile,
has no sol dered | ead flanges and wil
elimnate the cutting of tile for fitting
t hereby enhanci ng the beauty of a tile
roof while reducing |abor costs and risks
of leaks. The “invisibility” and sinple
installation procedure allows the uses of
any nunber of units to fill any building
ventil ation requirenents.

A Novenber 1992 article appearing in SF Honebuil der &

Renodel er (Exhibit 9) indicates that applicant’s tiles

are practically invisible to the naked
eye... The O Hagin Cl oaked Vent Tile is
al so used in place of Dorner Vents

whi ch are nore | abor intensive to
install. The cost is conparable with
standard ventilation systens and they
are cheaper to install.

14
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See al so Exhibit 16, an article entitled “Attic
Ventilation? YES!,” indicating that applicant’s roof
vents are “visually aesthetic” in that they are crafted
to match the appearance of the roofing material.

Further, Ms. Carolina O Hagin, applicant’s chief
executive officer and chief financial officer, testified
with respect to applicant’s profile-specific vents that,
“Once you put our vent on the roof, it blends in with the
tile if it’s painted properly and you can’'t see the vent,
so therefore it’s cloaked.” O Hagin dep., p. 10.

Applicant’s goods are advertised at trade shows, in
cat al ogues, nmmgazines, in flyers, and on applicant’s Wb
site. In applicant’s 1998-99 fiscal year, approximtely
230, 000 vents were sol d.

I n support of its affirmative defenses of
contractual estoppel, waiver and breach of agreenent,
applicant submtted the testinony of WIliam Daniels, an
attorney who represented applicant in a civil action
brought by applicant agai nst opposer in the U S. District
Court for the Central District of California. That
litigation involved applicant’s claim as plaintiff, of
pal m ng of f by opposer. After a notion for summary

j udgnent was granted in that case, the parties settled

15
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the litigation by an October 30, 1997 “deal menoranduni

(reproduced bel ow).

In April 1998, the parties entered into a final
settlenment of the civil litigation, nore fully discussed
bel ow.

Opposer’s Rebutt al

16
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In rebuttal, M. Abelardo Lopez, the general manager
of a roofing distributor, who has purchased roofing
products fromboth parties, testified that both applicant
and opposer make profile-specific roof vents. He
testified that various manufacturers nake roofing tile
that resenble the vents sold by applicant. M. Lopez
i ndicated that applicant’s vents are for ventilation as
wel | as aesthetics or “cosnetics.”

Q When you say “cosnetics,” what do you
mean?

A. Just for the |ooks, so it doesn’'t

| ook as bul ky as |i ke a passive dornmer
vent. It has nore of a nicer | ook when
it’s installed, nore curb appeal. And

it also vents at the sane tine.

Q You nentioned passive dormer vent. Can
you describe in words what a passive
dormer vent | ooks |ike and how it works?
A. They cone in different dinmensions, and they
are bul ky, so they actually stick out of the
roof, and they provide ventilation al so.

Q So they are visible fromthe ground?

A. They're visible, yes.

Q This is an S-vent, right--

A. This is an S-vent.

Q -—-that we're looking at in Exhibit 24
[applicant’s drawi ng sheet]. 1Is this also
vi si bl e when installed on a roof?

A. Very lightly. Very lightly.

Argunents of the Parties

Essentially, opposer argues that it has standi ng
because it conpetes with applicant by selling profile-
specific roof vents which copy the shape and contour of

roof tiles. It is opposer’s position that this record

17
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denonstrates that applicant’s designs sought to be

regi stered are functional configurations under In re
Mort on- Norwi ch Products, Inc., 671 F.2d 1332, 213 USPQ 9
(CCPA 1982). Opposer points to various adm ssions of
functionality nmade in applicant’s unsuccessful utility
patent application and el sewhere that its roof vents are
cheaper to install than other vents, to applicant’s
touting of the aesthetically pleasing design of its roof
vents which blend in with other roof tiles, to
applicant’s president’s adm ssions that he believes that
applicant’s roof vents are superior designs, and to the

| ack of alternative roof vent designs that are profile-
specific. It is opposer’s position that the functional
advant ages of applicant’s designs, if exclusively
appropriated by applicant as a result of trademark
registrations, will deprive others of rights and wil
substantially hinder conpetition. Opposer argues that,
if registrations are permtted, applicant would be able
to exclude others from maki ng roof vents that match the
shape and contour of roof tiles, and that applicant wll
have an unlimted nonopoly on profile-specific vents that
far exceeds the benefits that a utility patent would have
conferred. According to opposer, logic dictates that the

shape of a roof vent which confornms to the shape of a

18
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roof tile made by others is an efficient and superi or
desi gn.

Wth respect to the so-called “deal neno,” upon
whi ch applicant’s affirmative defenses are based, opposer
argues that that agreenment is not binding for several
reasons. First, opposer argues that under California
law, as interpreted by California courts, only the
parties thenmselves rather than their attorneys may settle
or conpromise a claim? Because the parties did not sign
t he deal neno and because opposer’s attorney nust have
been specifically authorized to settle and conprom se a
claim which he was not, according to opposer, the deal
meno is not binding. Even if the deal neno is construed
as a settlenment agreenent, opposer argues that it is not
enforceabl e because of the lack of consideration.
Opposer’s attorney states that nearly one-half year after

the attorneys signed the deal neno, applicant had not yet

2 See Section 664.6 of the California Code of Gvil Procedure:

If parties to pending litigation stipulated,
inawiting signed by the parties outside
the presence of the court or orally before
the court, for settlement of the case, or
part thereof, the court, upon notion, my
enter judgment pursuant to the terns of the
settlement. |f requested by the parties,
the court may retain jurisdiction over the
parties to enforce the settlenent until
performance in full of the terns of the
settl enent.

19
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shi pped vents or paid opposer in accordance with the
meno. Finally, opposer argues that the integration
clause of the formal settlement agreenent executed by the
parties in April 1998 nakes the deal nmeno irrelevant. |In
this regard, opposer points to the follow ng | anguage of
the final settlenment agreenment:

The parties acknow edge that there is

[sic] pending three (3) trademark

opposition proceedi ngs before the

Trademark Trials [sic] and Appeal s

[sic] Board, and that this Settl enent

Agreenment and Mutual General Rel ease

does not extend to those proceedings.
Paragraph 4.2. This agreenent al so states:

Thi s agreenment constitutes the entire

agreenment between the parties with

respect to the subject matters referred

to herein and supersedes all prior or

cont enpor aneous under st andi ngs or

agreenents.
Par agraph 8.

Applicant, for its part, argues that its marks are
not primarily functional. Rather, applicant’s designs,
al t hough aesthetically pleasing, serve the function of
venting tile roofs. Merely increasing the aesthetic

appeal of a product, according to applicant, does not

make its asserted marks de jure functional.

20



Qpposition Nos. 109,470, 109,471 and 109, 741

I n support of its position, applicant argues that
opposer has m sapplied the Morton-Norw ch factors.
Applicant argues that it has no patent, expired or
ot herwi se, describing the utilitarian advantages of the
appearance of its roof vents. Applicant’s unsuccessful
patent application clained only the method of ventilating
a roof, according to applicant. Wiile applicant admts
that the patent application describes the appearance of
its goods as being inconspicuous and unobtrusive,
applicant argues that the functionality of its products
does not rest in the visual appearance. Wile applicant
concedes that the appearance of its vent caps is stated
to be aesthetically pleasing, applicant argues that it
does not tout any utilitarian functions of the appearance
of its designs. Applicant points to M. O Hagin's
testi mony concerning the numerous alternative designs
avai l able to conpetitors, and argues that registration to
applicant will not hinder conpetition unfairly or prevent
ot her manufacturers fromselling their own styles of roof
vents which performthe sanme function. Also, applicant
contends that there is no advantage of cost or ease of
manuf acturing. Rather, the cost and difficulty in
produci ng applicant’s goods are greater, according to

applicant’s attorney.

21
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Because applicant’s marks are not de jure
functional, applicant argues, they are regi strable upon a
show ng of acquired distinctiveness. Applicant contends
that its shapes have becone distinctive by substantially
exclusive and continuous use of its goods since June
1992. This, according to applicant, is prima facie
evi dence of acquired distinctiveness. Applicant also
points to its pronotional material and adverti sing
expendi t ures.

Finally, applicant argues that, aside fromthe |ack
of substantive nmerit of opposer’s case, opposer isS
contractually barred fromcontesting applicant’s right to
register. Applicant relies upon the “deal nmenmp” which
was signed by attorneys for these parties in the
unrel ated federal |awsuit. Because opposer initially
agreed not to object to applicant’s applications,
applicant argues that these oppositions should be
di sm ssed. Contrary to opposer’s contentions, applicant
argues that opposer’s counsel had authority to bind
opposer to the terns of the agreenment because a client is
bound under the doctrine of apparent or ostensible
authority. Applicant argues that the final settlenent
agreenent, signed after these oppositions were fil ed,

expressly excluded the pendi ng oppositions fromthe

22
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effect of the integration clause in that agreenent.
Thus, according to applicant, the final agreenment was not
intended to speak to the issues under the jurisdiction of
the Board or to dispose of applicant’s affirmative
def enses of contractual estoppel and wai ver.
Opi ni on

There is no question but that opposer, a conpetitor
of applicant in the roof vent business, has standing to
oppose applicant’s attenpt to regi ster these narks for
roof vents. The real issues before us are whether
opposer is contractually barred from bringing these
oppositions; whether, if not, applicant’s product designs
are functional, as asserted by opposer; and whether, if
not functional, applicant’s product designs (which cannot
be inherently distinctive as a matter of |aw, as
expl ai ned bel ow) have acquired distinctiveness so that
they may be registered on the Principal Register under
t he provisions on Section 2(f) of the Act.

(1) Contractual Estoppel

We turn first to the issue of contractual estoppel
asserted as an affirmative defense. Qur primary
reviewi ng court, the Court of Appeals for the Federal
Circuit, has discussed the place that clainms of breach of

contract play in Board proceedings. “[l]n the present

23



Qpposition Nos. 109,470, 109,471 and 109, 741

case, although other courts would be the proper tribunals
in which to litigate a cause of action for enforcenent or
breach of the contract here involved, that is not
sufficient reason for the board to decline to consider

t he agreenent, its construction, or its validity if
necessary to decide the issues properly before it in this
cancel | ati on proceedi ng, including the issue of
estoppel.” Selva & Sons, Inc. v. N na Footwear, Inc.,
705 F.2d 1316, 217 USPQ 641, 647 (Fed. Cir. 1983). The
Federal Circuit has made it clear that an agreenment may
be rel evant and nust be considered in Board proceedi ngs.
That Court’s predecessor court, the Court of Custons and
Pat ent Appeals (CCPA) held that the Board did not err
when it held that a party was estopped from opposi ng an
application to register the mark DANSHEER. Danskin, |nc.
v. Dan River, Inc., 498 F.2d 1386, 182 USPQ 370, 372
(CCPA 1974) (“Since DANSHEER i s not one of the marks
appel | ee agreed not to use (paragraph 11 of the
agreenent) and appellee is not precluded from enforcing
the settlenent agreenment, appellee is entitled to a

judgnment as a matter of law’). See al so Vaughn Russel
Candy Co.
v. Cookies in Bloom Inc., 47 USPQ2d 1635, 1638 n. 6

(TTAB 1998). There, the Board noted that “[wlhile it
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does not lie within the jurisdiction of the Board to
enforce the contract between the parties, agreenents to
cease use of a mark or to not use a mark in a certain
format are routinely upheld and enforced.”

The final settlenment agreenent specifically exenpts
t hese proceedings fromits terns. Suffice it to say that
because this final settlenment agreenent, by its terns,
constitutes the entire agreenent between the parties and
supersedes all previous agreenents including the so-
call ed “deal nenmp,” we believe that this |etter agreenent
stating that opposer would not oppose these applications
is no longer in effect.® W therefore find no
contractual estoppel of opposer’s clains.

(2) Functionality®

Concerning the central issue in these cases-—that of
functionality--we discuss first some basic |egal
principles with respect to functionality as well as
recent Suprenme Court and Federal Circuit cases dealing

with this issue.

3 pposer’s argunent concerning the ineffectiveness of the dea
meno because of the |ack of consideration is unsupported.
There is sinply no evidence in this record of the failure of
any consi derati on.

4 The Trademark Act has recently been anended to provide
explicitly that functionality is a ground of refusal if the
mark “conprises any matter that, as a whole, is functional.”
See Section 2(e)(5) of the Act, 15 USC 81052(e)(5).
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A product feature is functional and cannot serve as
a trademark if it is essential to the use or purpose of
the article or it affects the cost or quality of the

article. Qualitex Co. v. Jacobson Products Co., 514 U S
159, 165, 34 USP@2d 1161 (1995) and I nwood Laboratories,
Inc. v. lves Laboratories, Inc., 456 U.S. 844, 850, n.

10, 214 USPQ 1 (1982). In the context of a tradenmark
infringement suit

brought to protect unregistered trade dress, the Suprene
Court has recently stated that the plaintiff in such a
case nust establish the non-functionality of the design,
a showi ng that may involve consideration of its aesthetic
appeal. Wal-Mart Stores Inc. v. Samara Brothers Inc.,

529 U. S. 205, 54 USPQ2d 1065, 1069 (2000). And even nore
recently, in a case decided after these oppositions were
argued, the Court observed:

Thi s burden of proof gives force to the
wel | -established rule that trade dress
protection may not be cl aimed for
product features that are functional ...
And in Wal-Mart, supra, we were careful
to caution against m suse or over-
extension of trade dress. W noted that
“product design al nost invariably serves
pur poses ot her than source
identification”...

Trade dress protection nmust subsist with
the recognition that in many instances
there is no prohibition against copying
goods and products. In general, unless
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an intell ectual property right such as
patent or copyright protects an item it
wi |l be subject to copying. As the
Court has expl ai ned, copying is not

al ways di scouraged or disfavored by the
| aws whi ch preserve our conpetitive
econony...

Traf Fi x Devices Inc. v. Marketing Displays Inc., 532 U.S.
__, 58 UsSP2d 1001, 1005 (2001). Further, in TrafFix
Devi ces, 58 USP@2d at 1007, the Court noted:

The Lanham Act does not exist to reward

manuf acturers for their innovation in

creating a particular device; that is the

pur pose of the patent law and its period

of exclusivity. The Lanham Act,

furthernore, does not protect trade dress

in a functional design sinply because an

i nvest nent has been made to encourage the

public to associate a particul ar

functional feature with a singular

manuf acturer or seller.
Consuners shoul d not be deprived of the benefits of
conpetition relating to the utilitarian and aesthetic
pur poses that product design ordinarily serves by a rule
of law that facilitates plausible threats of suit against
new entrants based upon alleged distinctiveness. Wl-
Mart Stores, supra, at 1069.

In determ ning the functionality of a particular
product design, the Suprene Court has noted that a prior
patent has vital significance. It is strong evidence and
adds great weight to the presunption that the features

claimed are functional. TrafFix Devices, supra, 58
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USP2d at 1006. Mbreover, it is not only the specific
claims made in the patent which are relevant; statenents
made in a patent application and in the course of
procuring a patent also may denonstrate the functionality
of the design. 1d. See also In re Bose Corp., 772 F.2d
866, 227 USPQ 1 (Fed. Cir. 1985); New Engl and Butt Co. v.
| nternational Trade Comm ssion, 756 F.2d 874, 225 USPQ
260 (Fed. Cir. 1985); Morton-Norwi ch, supra; In re Visua
Communi cations Co., Inc., 51 USPQ@d 1141 (TTAB 1999); In
re Edward Ski Products, Inc., 49 USPQ2d 2001 (TTAB 1999);
and In re Oscar Mayer & Co. Inc., 189 USPQ 295 (TTAB
1975) .

This case seens to involve elenents of both
utilitarian and aesthetic functionality. Here, for
exanple, there is evidence of utility in applicant’s
patent application, as well as statenments touting the
superiority of applicant’s design in applicant’s
pronotional literature, and statenments that applicant’s
design results in reduced costs of installation. On the
ot her hand, there is no question that applicant’s roof
desi gns which match the appearance of surroundi ng roof
tiles are nore pleasing in appearance because the venting

tiles in each case are unobtrusi ve.
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In this regard, the Suprene Court noted in TrafFix
Devi ces, 58 USPQ@Q2d at 1006-7:

As explained in Qualitex, supra, and |Inwood,
supra, a feature is also functional when it

is essential to the use or purpose of the
device or when it affects the cost or quality
of the device. The Qualitex decision did not
purport to displace this traditional rule.
Instead, it quoted the rule as |Inwood had set
it forth. It is proper to inquire into a
“significant non-reputation-rel ated

di sadvantage” in cases of aesthetic
functionality, the question involved in
Qualitex. MWhere the design is functional under
the I nwod formulation there is no need to
proceed further to consider if there is a
conpetitive necessity for the feature. 1In

Qual itex, by contrast, aesthetic functionality
was the central question, there having been no
i ndication that the green-gold col or of the

| aundry press pad had any bearing on the use or
pur pose of the product or its cost or quality.

And in Qualitex, the Court had approved of a statenent

from Restatenment (Third) of Unfair Conpetition, Section

17, Comrent c, 176 (1995), that the “ultimate test of
aesthetic functionality is whether the recognition of
trademark rights would significantly hinder conpetition.”
In Brunswi ck Corp. v. British Seagull Ltd., 35 F.3d
1527, 32 USPQ2d 1120 (Fed. Cir. 1994), the Court of
Appeals for the Federal Circuit reaffirned the
proposition that there is a fundanental right to conpete
through imtation of a conpetitor’s product, which right

can only be tenporarily denied by the patent or copyright
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laws. Id., 32 USPQ2d at 1122. |f a feature asserted as
a trademark is the best, or at |east one of a few
superior designs for its purpose, conpetition is
hi ndered. See al so Bose Corp., supra, 227 USPQ at 6, and
In re Tel edyne Industries Inc., 696 F.2d 968, 217 USPQ 9
(Fed. Cir. 1982).

In the Brunswi ck case, applicant sought to register

the color black for outboard engines. W believe that
what the Court said in that case has applicability to
applicant’s attenpt to register its roof vent designs in
t hese cases:

The col or black, as the Board noted,
does not make the engines function
better as engines. The paint on the
external surface of an engi ne does not
affect its nechanical purpose. Rather
the col or black exhibits both col or
conpatibility with a wide variety of
both colors and ability to nmake objects
appear smaller. Wth these advantages
for potential custoners, the Board found
a conmpetitive need for engine

manuf acturers to use black on outboard
engi nes. Based on this conpetitive
need, the Board determ ned that the

col or was de jure functional. This
court discerns no error in the Board’s
| egal reasoning and no clear error in
its factual findings.

.Al'l outboard engi ne manufacturers col or
their products. These manufacturers
seek colors that easily coordinate with
the wide variety of boat colors. The
Board found that the col or black served
this non-trademark purpose. In
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addition, the Board found that the color
bl ack serves the non-trademark purpose
of decreasing apparent object size. The
record showed that these features were
i nportant to consuners. Unlike the pink
color in Omnmens-Corning [774 F.2d 1116,
227 USPQ 417 (Fed. Cir. 1985)], the
Board found a conpetitive need for the
col or black. Thus, the Board concl uded
that registration of Mercury’'s proposed
mar k woul d hi nder conpetition. This
court discerns no clear error in the
Board’ s findi ngs.

Brunswi ck Corp., supra, 32 USPQ2d at 1122-23.

The Federal Circuit has made clear that traditional
trademark principles govern the registrability of a
proposed mark’s aesthetic features. The test for
functionality hinges on whether registration of a
particul ar feature hinders conpetition and not on whet her
the feature contributes to the product’s comrerci al
success. |ld., at 1124. That is, “[a]esthetic
i ngredients to commercial success are not necessarily de
jure functional.” 1d. 1In the Brunswi ck case, col or
conpatibility and the ability to decrease apparent engine
size were not said to be nmere aesthetic features.

Rat her, these features supplied a conpetitive advantage.
See al so Deere & Co. v. Farmhand, Inc., 560 F.Supp. 85,

217 USPQ 252 (S.D. lowa 1982), aff’d, 721 F.2d 253 (8'"

Cir. 1983) [per curiam (color green was held to be

“aesthetically functional” in that purchasers wanted
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their farm equi pment to match); and In re Ferris Corp.

59 USP2d 1587 (TTAB 2000) (pink or flesh color held
functional for wound dressings).

Upon careful consideration of the |egal precedent,
this record and the argunents of the attorneys, we agree
with opposer that applicant’s product designs are
functional in the sense that these configurations bl end
in or match the roof tiles with which they are used
better than alternative products. As in Brunsw ck, these
configurations do not make the roof vents work better
because they are in these shapes. Rather, like the
advant ages of color conpatibility and reduction in
apparent engine size afforded by the col or bl ack,
applicant’s designs are conpatible with the roof tiles
with which they are used and supply applicant with a
conpetitive advantage in each case. Because applicant’s
vents match the contours of the roof vents with which
they are used, alternatives will not have this advantage.
Applicant’s patent application and other evidence of
record, including applicant’s pronotional literature and
applicant’s own testinony, tout the designs’ unobtrusive
appearance, state that they are “functional in design,”
canoufl age the existence of the vents and are

aesthetically pleasing. Applicant also represents inits
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pronotional material that its vents are cheaper to
install. We conclude that applicant’s product designs
are, as a whole, functional, and that registration by
appl i cant woul d hi nder conpetition by placing conpetitors
at a substantial conpetitive di sadvant age.

(3) Acquired Distinctiveness

Because applicant’s designs are functional, any
evi dence of distinctiveness is of no avail to applicant
in support of registration. See Section 2(f) of the Act;
Traf Fi x Devices, supra, 58 USPQ2d at 1007; R M Smth,
supra, 222 USPQ at 3; and In re Deister Concentrator Co.,
289 F.2d 496, 129 USPQ 314, 321 (CCPA 1961). Therefore,
we | ogically need not reach the issue of acquired
di stinctiveness. However, for the sake of conpl eteness,
we of fer our opinion on this question as well. It is our
view that, if applicant’s product designs were not
adj udged functional, then applicant has neverthel ess
failed to establish that its asserted marks have acquired
di stinctiveness.

First, we observe that, under Wal-Mart, supra,
product designs are unregistrable (and unprotectable)
unl ess they have acquired distinctiveness (or secondary
meaning). In that case, the Court observed, 54 USPQ2d at

1069:
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In the case of product design, as in the case
of color, we think consuner predisposition to
equate the feature with the source does not
exi st. Consuners are aware of the reality
that, al nost invariably, even the npbst unusual
of product designs—such as a cocktail shaker
shaped |i ke a penguin—is intended not to
identify the source, but to render the product
itself nore useful or nore appealing.

See also In re Ennco Di splay Systenms, 56 USPQ2d 1279

(TTAB 2000) .

In the case before us, the record shows that there
are at | east three conpani es including opposer that
produce roof vents substantially simlar to applicant’s
vents. This alone would make it difficult for applicant
to establish acquired distinctiveness. The record
i ncludes the testinony of an experienced roofer who was
unabl e to distinguish applicant’s vents from those of
others. W infer fromthis testinmony that the use by the
ot her conpanies of simlar designs was of a sufficient
nature to have an inpact on the market. Cf. L.D. Kichler
Co. v. Davoil Inc., 192 F.3d 1349, 52 USPQ2d 1307 (Fed.
Cir. 1999). Applicant cannot be said to have
substantially exclusive use of these designs. Further,
appl i cant has not submtted evidence that it has pronoted
t he asserted product designs as trademarks, and we have

no trial evidence that consuners have cone to recogni ze

applicant’s designs as indications of origin. Also,
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whil e applicant’s sales may denpnstrate popularity or
comrerci al success for its roof vents, such evidence

al one does not denpbnstrate that the vents’ designs which
applicant seeks to register have beconme distinctive of
its goods and thus function as source indicators. See,
e.g., In re Bongrain International (Anmerican ) Corp., 894
F.2d 1316, 13 USPQ2d 1727, 1729 (Fed. Cir. 1990) [growth
in sales may be indicative of popularity of product

itself rather than recognition of a term as denoting
origin].

We concl ude that applicant has not satisfied the
burden it has of denonstrating acquired distinctiveness
of its asserted marks.

Deci si on: The oppositions are sustained and

registration to applicant is refused in each case.
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